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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

In the Matter of Application Serial No. 

  85/551,808 for S.O.B. 

 

Published in the Official Gazette 

on July 23, 2013 

 

REPUBLIC TECHNOLOGIES (NA), LLC, 

      Opposer, 

        v. 

BROOKS ENTERTAINMENT, INC., 

      Applicant. 

 

 

    

 

  Opposition No. 91212024 

 

 

REPUBLIC TECHNOLOGIES’ MOTION FOR JUDGMENT  

OR IN THE ALTERNATIVE TO SUSPEND 

 

Opposer, Republic Technologies (NA), LLC, has diligently worked to schedule and take 

the trial testimony of Applicant’s designee, its Chief Executive Officer, Mr. Fran Brooks. 

However, Mr. Brooks has twice scheduled international travel during Republic Technologies’ 

testimony period, including on the date that he had agreed to testify, and is declining to make 

himself available during the remainder of the current period or to offer an alternative date for his 

testimony. Applicant’s counsel has represented that Mr. Brooks has failed to respond to 

communications for lengthy periods. Mr. Brooks’ conduct strongly suggests that Applicant has 

lost interest in this proceeding does not intend to take further action. If that is the case, judgment 

in favor of Republic Technologies is appropriate. If it is not, it appears that Republic 

Technologies must compel Mr. Brooks’ testimony by a subpoena issued pursuant to Rule 45 of 

the Federal Rules of Civil Procedure. Accordingly, pursuant to TBMP § 527.03, Opposer hereby 
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moves the Board to enter judgment in Opposer’s favor. In the alternative, pursuant to 37 CFR § 

2.117(c) and TBMP § 703.01(f)(2), Opposer moves to suspend this proceeding to enable it to 

subpoena Applicant’s designee to provide trial testimony. 

Applicant’s Initial Agreement to Appear to Give Trial Testimony 

  

On June 5, 2014, Republic Technologies served its Pretrial Disclosures, which disclosed 

its intent to elicit the testimony of Applicant, though its principal and Chief Executive Officer, 

Mr. Fran Brooks, on a variety of matters relevant to this proceeding, namely, (i) the development 

and history of the S.O.B. trademark; (ii) Applicant’s intent in selecting and adopting the S.O.B. 

trademark; (iii) Applicant’s business activities, presence and facilities in the Dominican 

Republic; (iv) Applicant’s registration of the S.O.B. trademark in the Dominican Republic; (v) 

Applicant’s efforts to register the S.O.B. trademark in the United States; (vi) the development, 

manufacture, marketing, advertising and sale of goods under and in connection with the S.O.B. 

trademark; (vii) the channels of trade of goods sold under and in connection with the S.O.B. 

trademark; and (viii) the actual and prospective customers for goods sold under and in 

connection with the S.O.B. trademark. 

After the Board resolved several potentially dispositive motions, Republic Technologies’ 

testimony period opened on September 14, 2015. See July 31, 2015 Order, Docket No. 30. 

Republic Technologies’ counsel attempted to contact counsel for Applicant on August 14, 2015, 

to schedule Mr. Brooks’ trial testimony on a mutually agreeable date during Republic 

Technologies’ testimony period. Shortly thereafter, Republic Technologies’ counsel followed up 

with Applicant’s counsel to suggest scheduling Mr. Brooks’ deposition on a date shortly after the 

opening of Republic Technologies’ trial period. See Ex. A. Over the next 30 days, Republic 

Technologies made multiple additional requests for Applicant’s counsel to provide potential 
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dates for Mr. Brooks’ testimony and served a formal Notice of Testimony Deposition suggesting 

a date certain for Mr. Brooks’ testimony. See Exs. B and C. Applicant’s counsel, however, 

represented that Mr. Brooks had not responded to his attempts to make contact. See Ex. D.  

Then, on September 14, 2015 – the day Republic Technologies’ trial period was set to 

open – Applicant’s counsel represented that Mr. Brooks had elected to travel out of the country 

until “the latter part of October,” meaning that Mr. Brooks would be unavailable for Republic 

Technologies’ entire trial period. See Ex. E. As a result, the parties agreed to seek an extension 

of the testimony periods (and all other dates) to accommodate Mr. Brooks’ schedule and to find a 

mutually agreeable date on which to take Applicant’s trial testimony. Thus, the parties jointly 

moved the Board for a 60-day extension of all dates in this proceeding, Id., which was granted on 

September 28, 2015, and reset Republic Technologies’ to close on December 13, 2015. See 

Docket No. 32. 

On September 29, 2015, counsel for Applicant proposed (for the first time) a date for Mr. 

Brooks’ testimony, which ultimately led to an agreement between the parties pursuant to which 

Mr. Brooks’ trial testimony would be taken on November 20, 2015, at the office of Applicant’s 

counsel in Los Angeles. See Ex. F. To confirm the parties’ agreement, Republic Technologies 

served an updated Notice of Testimony Deposition on October 16, 2015. See Ex. G.  

Notwithstanding the foregoing, on November 3, 2015, Applicant’s counsel notified 

counsel for Republic Technologies that Mr. Brooks would once again be traveling out of the 

country and would not be available on November 20 as agreed and noticed. See Ex. H. 

Applicant’s counsel also represented that he received this information from Mr. Brooks’ assistant 

and that Mr. Brooks had not contacted him. Id. Moreover, on November 11, 2015, when 

Republic Technologies requested a new date certain for Mr. Brooks’ testimony, Applicant’s 
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counsel represented that he “[had] not received any further direction” from Mr. Brooks and did 

not want to devote additional time to this matter before receiving such direction. See Ex. I. To 

date, Applicant has not proposed a new date to give its trial testimony, either within or beyond 

Republic Technologies’ current testimony period. Applicant has also failed to communicate with 

its counsel regarding rescheduling its testimony.  

Judgment Against Applicant is Appropriate and 

Good Cause Exists to Suspend This Proceeding 

 

If an applicant indicates that it will not take any further action in an opposition 

proceeding, the Board has the inherent authority to enter judgment in favor of the opposer. 

TBMP § 527.03. In addition, the Board may suspend a proceeding upon motion of a party. 37 

CFR § 2.117(c); TBMP § 510. All motions to suspend are subject to the “good cause” standard. 

Nat’l Football League v. DNH Mgmt. LLC, 85 USPQ2d 1852, 1855 n.8 (TTAB 2008). In the 

absence of consent, the party seeking suspension must comply with its responsibilities, including 

the responsibility for moving the case forward on the prescribed schedule. Id. If an adverse party 

residing in the United States is not willing to appear voluntarily to testify, the party wishing to 

take testimony must secure the witness’s attendance by a Rule 45 subpoena. TBMP § 

703.01(f)(2).  

Here, Republic Technologies has diligently attempted to secure the testimony of 

Applicant during Republic Technologies’ trial period as originally scheduled and as reset. 

Moreover, the parties had an agreement that Applicant’s designee would voluntarily appear to 

give testimony, which was the basis for the parties’ joint motion for a 60-day extension of all 

dates in the proceeding. Unfortunately, Applicant has disregarded the parties’ agreement and has 

failed to propose alternative dates for its testimony or even to provide any further direction to its 

counsel. Republic Technologies respectfully suggests that Applicant’s conduct is tantamount to 
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an admission that Applicant will not take any further action in this matter and renders the entry 

of judgment appropriate pursuant to TBMP § 527.03. At a minimum, however, Applicant’s 

conduct indicates that it is not willing to provide trial testimony voluntarily during Republic 

Technologies’ trial period. Such conduct should not be allowed to prejudice Republic 

Technologies. Applicant’s conduct therefore constitutes good cause for suspending this 

proceeding to permit Republic Technologies to issue and enforce a subpoena in the District 

Court for the Southern District of California, where Applicant’s witness resides, pursuant to Rule 

45 of the Federal Rules of Civil Procedure. 

          Respectfully submitted,  

 

 REPUBLIC TECHNOLOGIES (NA), LLC 

By: /Antony J. McShane/ 

One of Its Attorneys 

 

Antony J. McShane 

Andrew S. Fraker 

NEAL, GERBER & EISENBERG LLP 

Two North LaSalle Street 

Suite 1700 

Chicago, IL 60602-3801 

(312) 269-8000 

Firm ID 13739 

Dated: November 19, 2015 

 

 

 

 

 

 

 






































































